
N I N E T E E N T H  C E N T U R Y  O R I G I N S  ~  T W E N T Y- F I R S T  C E N T U R Y  K N O W - H O W

TRADE MARK NEWSLETTER

March
2008

CONTENTS

Page 2

comPany names vs. 

trade marks - are they 

really in comPetition?

Page 4

stoP Press: revised ctm 

Practice on search 

rePorts

Page 5

flashes, swooshes, 

ticks and trainers

Page 6

inta annual meeting

contact and 

suBscriPtion 

information

IS IT SAFE TO ENTER THE BUSINESSZONE?

an interesting uk appeal case before the 
appointed Person (amanda michaels) 
concerns the viability of filing an 
invalidation action after a successful 
revocation action involving the same 
parties and the same trade marks.  

to summarise a complex set of facts, 
the telecommunications company, o2, 
had filed revocation actions against 
its competitor t-mobile’s trade marks, 
BusinessZone and BusinessZone 
Plus, essentially to clear the way for their 
own applications for Business Zones 
and Business Zones from o2.

the applications for revocation were filed 
by o2 on 19 January 2005.  following 
an exchange of correspondence with the 
ukiPo, it was noted that the date from 
which o2 was seeking revocation (25 
february 2004) was not permissible and 
the earliest possible date of revocation was 
amended to 5 march 2004. the request 
was amended and revocation granted as of 
that date.

Because of the date change, the revoked t-
mobile marks remained valid earlier rights 
at the date when o2 had filed their own 
applications for Business Zones and 
Business Zones from o2.

t-mobile made it quite clear to o2 that 
they intended to rely on these residual 
rights to block the further progress of o2’s 
applications in opposition proceedings.  

accordingly, o2 filed invalidation 
proceedings to completely remove t-
mobile’s “residual” marks from the uk 
register.

the effects of revocation and invalidation 
actions are, of course, very different.  in a 
revocation action the mark is revoked from 
the date of application for revocation, or 
an earlier date if the registrar or court is 
satisfied that the grounds for revocation 
(in this case non-use) existed at that 
earlier date.  in contrast, an application for 
invalidation has the effect of rendering a 
mark invalid ab initio (from the outset).  

however, before o2’s case could be 
decided on the merits, the registry 
hearing officer held – of his own motion 
– that o2 was not entitled to bring the 
subsequent invalidation proceedings, 
holding that he had no jurisdiction to 
hear an invalidation action where a mark 
had already been revoked and (rather 
surprisingly) that the bringing of the 
subsequent invalidation action by o2 
amounted to abuse of process.  

with regard to the alleged lack of 
jurisdiction, on the hearing officer’s 
construction of s.47 of the uk trade 
marks act 1994, the reference to 
“registration of a trade mark may 
be declared invalid…” referred to a 
registration which was live at the date of 
application for invalidation and not one 
which had been revoked and removed 

from the register before that date.  

on the abuse of process point, he 
questioned why the application for 
invalidity was not filed by o2 at the same 
time as the revocation actions, pointing 
to the 18 month delay in bringing the 
invalidation proceedings.  the hearing 
officer noted that t-mobile had made 
it quite clear at an early stage that they 
intended to rely on any residual rights 
which would remain once the proposed 
revocation actions had taken place to 
block the further progress of o2’s own 

applications.  this should, in [see Page 2] u 
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in our november 2007 newsletter, 
we reported on the decision of 
the european court of Justice in 
the cÉline case.  in short, the ecJ 
held that unauthorised use of a 
third party’s trade mark as part of a 
company, trade or shop name does 
not always amount to infringement.  
here we consider some of the ways 
in which the owner of a company, 
trade or shop name can try to 
improve the chances of avoiding 
infringement.  we also look at a 
recent decision of the uk intellectual 
Property office in which the owner 
of a business had their registered 
trade mark revoked and consider 
what implications this has for the 
way company, trade or shop names 
and trade marks are used day to day.

one of the conditions for a finding 
of “classic” trade mark infringement 
is that the name complained of 
is being used “in relation to goods 
or services” which are identical or 
similar to those covered by the 
complainant’s registered trade 
mark.  the ecJ in cÉline concluded 
that where a company, trade or 
shop name is being used merely to 
identify a company, or to designate 
a business which is being carried 
on, i.e. where no link is established 
between the name complained 
of and the goods being sold, such 
use is not “in relation to goods or 
services”.  the rationale behind 
this finding is that the purpose of 
a company, trade or shop name 
is generally not to distinguish 
the goods or services of different 
undertakings, but instead to identify 
a particular company or business.

the first line of defence for traders 
after cÉline should be to argue 
that the use of their company, 
trade or shop name is not “in 
relation to goods or services”.  if this 
argument succeeds, there cannot be 
infringement, since the name is not 
used in a trade mark sense.

can the ecJ’s decision in cÉline 
be translated into clear guidance 
to businessmen or shop owners 
(collectively referred to as ‘traders’ 
for simplicity) who are concerned 
that a third party may nevertheless 
object to the name of their business 

his view, have alerted o2 to the fact that their revocation actions would not achieve 
the desired results and that further action in the form of invalidation requests would 
be required.  had o2 reacted to the situation at the time these points were initially 
raised by t-mobile only three to six months would have passed since the filing of the 
revocation actions.  however, it was not until some 13 months after o2 had been 
put on notice that t-mobile was intended to rely on their rights that o2 filed their 
invalidation request.  such delay was in the hearing officer’s view unacceptable and 
amounted to an abuse of process.  

o2 appealed these conclusions from the hearing officer to the appointed Person and 
was successful on both the lack of jurisdiction and abuse of process points.  

with reference to the relevant uk legislation, the appointed Person held that there 
was nothing in the statutory wording which required a limitation of the scope of 
section 47 to cover a registration which was “live” at the date when an application for 
invalidation was made.  if this were the case, unfortunate consequences could occur.  

the appointed Person commented that it was not difficult to see that an apparent 
inequity may result if a proprietor was shielded from the consequences of an invalidity 
action because a successful revocation action had already taken effect.  that would for 
instance, deny a defendant in an infringement action the prospect of counterclaiming 
for invalidation because the proprietor’s mark was no longer on the register, despite 
the fact that the proprietor retained the right to sue in relation to acts of infringement 
occurring during the period prior to the date of revocation.  such an inequity might 
be further complicated if the party denied the opportunity to bring the invalidation 
action was not the same party who had bought the successful revocation action.

with regard to the abuse of process point, the appointed Person did not believe it 
right to suggest that in all cases where an applicant for a declaration of invalidity had 
previously applied for revocation of the same mark, such an application would be an 
abuse of process, nor would it be right to suggest that a party must take all possible 
proceedings against another registration at the same time.  she noted that this would 
in many cases lead to the unnecessary duplication of proceedings, possible waste of 
both the ukiPo and the parties’ time and resources and, of course, excess costs. 

moreover, because the issues to be resolved in revocation/invalidation actions are 
not the same, it was not the case that the issues before the tribunal in o2’s invalidity 
claim  should have been raised in the earlier proceedings (to avoid abuse of process) 
because the same issues clearly could not have been covered/alleged in the revocation 
and invalidation actions. 

she did note that it should have been apparent to o2 – on receipt of the relevant 
communication from t-mobile – that there was a risk that their own applications for 
BusinessZone marks would be refused despite the revocation of t-mobile’s marks, 
and that t-mobile would oppose their applications.  however, until that actually 
happened, she did not believe that o2 could be so heavily criticised for not having 
issued the invalidation proceedings.

o2’s appeal was therefore successful on both grounds, and the hearing officer’s 
findings reversed (case 0/364/07).

this case clearly highlights the importance of careful calculation of dates when filing 
any revocation actions, to ensure that a successful revocation action will indeed 
achieve the desired results for the applicant.  if, as in BusinessZone, residual rights 
might exist after revocation, applicants should consider whether an invalidation action 
in tandem with the revocation action would be the most appropriate way to remove 
any potential obstacles and leave their own marks fully clear for use and registration in 
the uk.

is it safe to enter the BusinessZone?  

continued from Page 1
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COmpANY NAmES vS. TRAdE mARKS – ARE THEY REAllY IN 
COmpETITION?
or shop, claiming that there is trade mark 
infringement?  

taking a concrete example, assume mr a 
has incorporated a company called clothing 
world limited and sells clothing in a shop 
called clothing world.  mr B owns 
a trade mark registration for the mark 
clothing world covering “clothing” 
in class 25.  he objects to mr a’s use of 
clothing world.  given the ecJ’s 
decision in cÉline, mr a could argue that he 
is not using the words clothing world 
in relation to clothing, but instead simply to 
identify the name of his company and his 
business, clothing world limited. 

what practical steps might mr a take in 
order to improve his chances of succeeding 
with this argument and, therefore, avoiding 
trade mark infringement?  

such steps could include:

• only to sell third party branded goods, 
for example adidas or levi clothing;

• not to use clothing world on 
any packaging or hangers for 

clothing;

• not to affix clothing world to 
any of the items of clothing which 
are for sale in the shop, i.e. avoid use 
on the labels inside the clothing, any 
swing tags or as a brand on the goods;

• only use the words clothing 
world as part of the full company 
name, i.e. as “clothing world limited”, 
for example, on business receipts, 
invoices and other paperwork.

• consider changing to “clothing world 
limited” or “mr a, trading as clothing 
world limited” on any signage or 
advertising relating to the shop.

taking these steps will not guarantee a 
successful defence to infringement, but 
should improve mr a’s chances of showing 
that the words “clothing world” are 
only being used to identify the company 
or business, rather than as a trade mark for 
the goods sold in the shop.

Paradoxically, the arguments which may 
assist in defending allegations of trade 
mark infringement (namely that the term 
is used only in a company name/business 
name sense) may not assist traders when 
their own trade mark rights are in issue.  

let us take a new example.  mr a has now 
registered the trade mark clothing 

world in respect of “clothing” in 
class 25.  mr a displays the 

words “clothing 
world 

limited” on the outside of his shop.  he 
distributes advertising material referring 
to “clothing world limited”.  he does not 
affix the trade mark clothing world to 
any of the clothes he sells.  he only sells 
third party branded goods.  

mr c applies to revoke mr a’s registered 
trade mark on the grounds that; (a) the 
mark has not been used in the form as 
registered (clothing world) and 
“clothing world limited” is not an 
acceptable variant; and (b) that the mark 
has not been used (in a trade mark sense) 
in relation to the goods for which it is 
registered (clothing).  

is mr a likely to be allowed to keep his 
registration, or will it be revoked?  should 
he have registered it for “retail services for 
clothing” in class 35?.

these issues were considered in a recent 
decision of the uk intellectual Property 
office involving the trade mark moBile 
Planet (decision no. o/322/07).  in this 
case, avalon enterprise aB (avalon) owned 
a uk trade mark registration for moBile 
Planet in respect of computers and other 
electronic devices in class 9.  mobile and 
wireless group limited (m&w) applied 
to revoke the registration on the grounds 
that the mark had not been used by the 
proprietor in respect of these class 9 goods. 

avalon filed evidence showing that they 
had been trading during the period of 
alleged non-use and that turnover had 
been considerable. avalon submitted 
copies of invoices showing which class 

9 goods had been sold, as well as 
examples of advertisements 

placed in a variety of 
trade publications 
showing use of the 

name moBile 
Planet in 

relation to 
such 
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STOP
 PRESS

REvISEd CTm pRACTICE ON SEARCH REpORTS

a change in the rules on examination of community trade mark (ctm) applications, will make national search 
reports optional, effective 10 march 2008.

at present, when a new ctm application is filed, 17 out of the 25 national offices, as well as the ctm office 
(ohim) produce a search listing earlier identical and similar marks on their register.  the national searches are for 
information purposes only.  if the ctm application proceeds to publication the proprietors of any trade marks listed on 
the ctm search report are notified of the publication for opposition purposes.

the information included in the search reports is extremely limited such that it is not possible to realistically assess whether there is a conflict with the 
ctm application unless further information is obtained or additional searches conducted.  further, since not all member states provide search reports, the 
information made available does not provide a complete picture of the position across the eu.  consequently, the search reports currently produced are 
not of great assistance to new ctm applicants in trying to identify conflicts.

as of 10 march, national search reports will only be produced by ohim for new ctm applications at the request of the applicant.  this request must be 
made at the time of filing, and on payment of a separate, additional, search fee.  the fee to be applied has not yet been determined.  if national searches 
are requested they will cover all participating national trade mark offices – it is not possible to “pick and choose” countries for searching.

the ctm search and notification procedure currently in place will continue unchanged.

if you have any queries regarding the new procedure please do not hesitate to contact your usual d young & co trade mark advisor for further assistance.

goods.

the hearing officer was satisfied that 
avalon had been conducting a genuine 
trade involving most, if not all, of the 
goods covered by the registration.  m&w 
argued, however, that avalon had not used 
the trade mark moBile Planet “in relation 
to the goods” covered by the registration.  
the evicence showed that avalon had only 
sold branded electronic goods made by 
various third party manufacturers, such 
as Panasonic and samsung.  the hearing 
officer concluded that, whilst avalon had 
conducted a trade in these goods, the use 
of the term moBile Planet as a trade 
mark had only been in relation to a retail, 
or distribution, service.  he did not consider 
that the mark had been used in relation to 
the goods themselves.  consequently, he 
revoked avalon’s registration.

the message from the moBile Planet 
case is that companies which provide 
a retail or distribution service for other 
traders’ goods, rather than selling own 
branded goods, would be well advised to 
register their trade mark only in respect 
of these retail/distribution services.  this 
would give protection not only against 
third parties providing a competing service 
under an identical or similar mark, but also 
against the risk of having the registration 
revoked on the grounds that the mark has 
not been used in relation to goods.

in our clothing world example, it 
is likely that mr a would also have his 
trade mark registration revoked on the 
grounds that he has not used the trade 
mark clothing world in relation to 
“clothing”, in class 25, but only in relation 
to a retail service for clothing in class 35.  
had mr a registered the mark clothing 
world in respect of “retail services 
connected with the sale of clothing” he 
would be in a much stronger position to 
defend his mark.

[an equivalent “real life” situation in 
the high street would be the Phones4u 
business, who arguably use the trade mark 
Phones 4u only in relation to “retail 
services for mobile telephones” in class 35 
rather than as a product brand for “mobile 
telephones” in class 9]. 

the moBile Planet case considered 
another interesting question, viz: whether 
the use of a full company name, rather 
than the format registered as a trade mark 
itself, is sufficient to defend a revocation 
action.  under section 46(2) of the uk 
trade marks act, a trade mark must be used 
in the form in which it was registered or in 
a form differing in elements which do not 
alter the distinctive character of the mark.

is use of a full company name an 
“acceptable variant”?  according to the 
moBile Planet case, the answer is 
likely to be ‘yes’.  the registry’s hearing 

officer provided a useful summary of 
the existing case law on this point and 
concluded that the word “limited” is 
merely a generic indication of corporate 
status and does not, therefore, have any 
real trade mark character.  he decided that 
the added word “limited” was of such low 
distinctive character that it did not affect 
the distinctive character of the mark as 
registered.  

it is encouraging that it appears possible 
to use the registered mark with an added 
indicator of corporate status, e.g. “limited” 
or “plc”, such use being acceptable under 
s.46(2) of the uk trade marks act to 
defend revocation proceedings.

however this conclusion weakens the 
possible defence to infringement discussed 
at the beginning of this article, namely 
because the full corporate title is used it 
cannot be used “in relation to goods” for 
the purposes of trade mark infringement.

to lessen these risks, care should be taken 
to avoid choosing a new company name 
which incorporates a prior registered trade 
mark (particularly if the new business 
is intending to trade in the same goods, 
albeit not under that brand name); 
conversely, businesses looking to adopt 
a new trade mark should ensure that 
they check companies house records for 
conflicting company names which include 
the same element.  
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FlASHES, SWOOSHES, TICKS ANd TRAINERS

the use of distinctive logos on trainers is one of the most effective 
and memorable uses of trade marks.  consequently, companies are 
understandably keen to ring fence their monopoly rights and enforce 
them against others who use similar logos.  the uk high court 
recently handed down a decision in d Jacobson & sons ltd v globe 
gB ltd and another [2008] ewhc 88 (ch), based on infringement 
claims for such logos.     

Jacobson, the claimant and owner of the gola footwear brand 
(shown in use, below) wanted to stop globe importing and selling 
sports footwear in the united kingdom which featured a stripe design 
on the sides of the uppers.  

the action was based on the alleged infringement of Jacobson’s 
registered uk and community trade marks (shown below) for its 
“wing flash” logo.

Jacobson also alleged passing off by globe and sought an injunction 
to prevent further sales and the destruction of the offending 
products.  in their defence, globe claimed that Jacobson’s registered 
trade marks were invalid and that the “wing flash“ logo was not 
capable of distinguishing Jacobson’s goods from those of other 
undertakings.   

the high court judge, etherton J, held for the claimant on both issues.  
on validity, he concluded that the gola “wing flash” marks, when 
taken as a whole, would be seen by the relevant public as inherently 
distinctive, and capable of distinguishing their products from those of 
other manufacturers.  he said that because of the visual similarities 
between the logos, consumers were likely to be confused into 
believing that globe’s and Jacobson’s products came from related 
undertakings, thus establishing infringement.  additionally, despite the 
fact that there was no evidence produced by Jacobson of actual loss 
or damage, globe was liable for passing off.  

the court heavily relied upon a market survey and expert evidence in 
this case, rather surprisingly in a case involving everyday consumer 
goods.  indeed, it seemed to carry more weight than usual.  etherton 
J also said that “irrespective of the admissibility of the survey, 
and the weight to be attributed to the findings that emerge from 
it, the oral evidence i heard from Jacobson’s witnesses of fact 
strongly supports the same conclusions”.  this was despite the fact 
that Jacobson did not produce a single witness who was actually 
confused. 

however they relied on the survey to select a number of witnesses 
who commented on likelihood of confusion.  their evidence as to 
their perception of the similarities between the claimant’s “wing 

flash” logo and that used on the globe trainers was persuasive.  in a 
case where the merits are finally balanced (as here) it can be helpful 
to obtain supporting evidence from the average consumer as to their 
actual perceptions of the competing mark.  the survey demonstrated 
a high awareness by consumers of the different types of logos/
devices used by brand owners on trainers.  such evidence tends to 
negate the often repeated statements from european registries that 
consumers are unlikely to attribute a trade mark character to “mere 
decorative features” appearing on trainers or sports clothing (cf. the 
adidas v marca mode case).

By contrast, in november 2007, the uk intellectual Property office 
dismissed an opposition brought by nike international limited 
against Jose alejandro sl’s application to register a figurative mark. 
again, this was intended for use on clothing and footwear.

nike holds several uk and community trade mark registrations for 
the famous nike “swoosh” or tick device in classes 18 and 25.  

the mark applied for comprised the word “Budmen” and a device 
element (shown below).  nike challenged on the grounds that it was 
confusingly similar to its registered swoosh logo.  

nike claimed that there was a likelihood of confusion under section 
5(2)(b) of the trade marks act 1994, a breach of section 5(3) for 
taking unfair advantage of the repute of their earlier mark, and also a 
breach of section 5(4)(a) for passing off.  

when the case came before the uk registry’s hearing officer, it was 
held that despite the identical or similar nature of the respective 
goods, there was no likelihood of confusion.  the hearing officer 
based his findings on the presence of the word “Budmen” in the 
applicant’s mark. Both the word Budmen and the “tick” device in 
the applicant’s mark were seen to have “an independent distinctive 
role”.  the hearing officer also distinguished the device marks on 
visual grounds, contrasting the curved “swoosh” of nike’s registered 
mark and the applicant’s angular “tick” device, stating that the 
relevant consumer would reach the same conclusion on lack of 
similarity.  therefore the grounds of opposition under section 5(2)(b) 
were dismissed.

in concluding that the overall differences between the marks 
themselves meant the relevant public would not make a link 
between the goods sold under the respective marks, the hearing 
officer then dismissed the section 5(3) argument.  further, despite 
the extensive reputation nike enjoys in the “swoosh” logo, the 
nature of the differences between the marks themselves led the 
hearing officer to believe that there could not be deception or 
confusion, thus dismissing the section 5(4)(a) argument.  

nike’s woes were added to in January 2008 when the uk registry 
dismissed another opposition by nike against ascot (s & f) 
international limited, a case involving another figurative mark.  

in this case, the applicant’s mark comprised the word “atom” and 

ctm reg no 1909837 uk reg no 1113779

applicant’s mark nike’s mark
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a device element (see below) which nike opposed on the same grounds as in the 
Budmen case, relying on allegations of confusing similarity to the nike “swoosh” 
device.    

again the opposition was refused in its entirety.  

Perhaps if nike had produced survey evidence and “live” witnesses stating that they 
would have confused the marks, as in the gola case, they may have succeeded.  
however the addition of prominent word elements clearly helped to distinguish both 
of the marks in the nike opposition cases.  the outcomes seem fair overall, and a 
useful reminder that even owners of famous logos cannot expect to succeed against all 
of the competition!  

flashes, swooshes, ticks and trainers
continued from Page 5

applicant’s 
mark

nike’s mark

INTA ANNUAl mEETING - BERlIN

members of the d young & co trade mark group will be attending the inta annual 

meeting in Berlin in may.  we are very much looking forward to meeting with friends 

and colleagues at the conference.


